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DETAILED ACTION 

This action is in response to the amendment filed on 10/6/06. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 6-14 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 6, it is not clear what is the relationship between "a slope of a control function 
(OV)", "a force measured by the force sensor", and "a time domain". 

In claim 7, "the current operating mode" lacks antecedent basis". 
In claim 8, it is not clear what is meant by "tractive force". 
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Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1, 3 and 5-10 rejected under 35 U.S.C. 102(e) as being anticipated by Giardino 
6,892,826. 

Giardino discloses a hand held electric tool with a tool receptacle for a tool and a press 
switch, i.e. a trigger 16, arranged at a handle, a power source, an electric motor connected to 
control electronics 50 that are connected to a force sensor 30, wherein said force sensor 30 is 
arranged between the tool receptacle and the handle and measures an axial pressing force, i.e. an 
impulse, of the machine tool pressing against a workpiece as shown in col. 4, lines 1-11 and- 23- 
25. 

With respect to claim 3, Giardino discloses wherein the control electronics are 
controllably connected to a mode selector switch via input device 68. 

With respect to claim 5, Giardino discloses a control process for a hand-held electric 
machine tool with a first rotary operating mode for rotating a tool receptacle for a tool, wherein a 
control 50 is activated in a first step by actuating a trigger 16, and in a second step, the control 50 
controls an electric motor depending on a force measured by a force sensor 30, wherein the force 
is correlated with an axial pressing force, i.e. an impulse, with which the machine tool is pressed 
against a workpiece. 

As far as claim 6 was understood, Giardino discloses wherein the control 50 controls the 
electric motor depending on an activation period of a force measured by the sensor as shown in 
col. 4; 35-38. 
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With respect to claim 7, since Giardino discloses an input device 68 wherein an operator 
may input a preselected torque value, it is deemed that the control 50 always controls the electric 
motor above a minimum rotational speed which is dependent upon an operating mode selected 
by the operator as shown in col. 7; 24-29. 

As far as claim 8 was understood, it is deemed that Giardino control 50 controls the 
electric motor when a preselected torque level is reached. 

With respect to claim 9, the control 50 is activated and deactivated by activation of the 
trigger 16. 

With respect to claim 10, Giardino discloses wherein the electric motor is controlled 
independent from the force measured by the force sensor in an operation mode selected by the 
operator as shown in col. 7; 24-29. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Giardino 
6,892,826 in view of Gerber 4,4 1 0,846. 

Giardino discloses the invention substantially as claimed including a press switch, but 
does not disclose wherein said press switch is a potentiometer switch having discrete switching 
rates. Gerber teaches the concept of an electric tool having control electronics and discrete 
circuits having a potentiometer for the purpose of control and regulate the speed of the tool by an 
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operator as shown in col. 1; lines 8-25. It would have been obvious to one having ordinary skill 
in the art to have provided Giardino press switch as a potentiometer as taught by Gerber in order 
to control the speed of the tool. 

Claims 4 and 1 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Giardino 6,892,826. 

With respect to claim 4, Giardino discloses wherein a hammer element is provided 
axially displaceable with respect to the tool receptacle, but does not specifically disclose wherein 
the hammer is displaceable by a maximum of 1 mm. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provided a displacement as 
claimed, since it has been held that where the general conditions of a claim are disclosed in the 
prior art, discovering the optimum or workable range involves only routine skill in the art. 

With respect to claim 1 1 , Giardino discloses a non-rotary operating mode as an impact 
mechanism described in col. 2; 63-67 and col. 3; 1-13, wherein the activation of the control is 
carried out by a triggering actuation and a release of the press switch 16 within a determined 
period, but does not specifically disclose that such period is less than 0.5 seconds. However, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to provided a period of time as claimed, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable range 
involves only routine skill in the art. 

With respect to claim 12, Giardino discloses wherein the control is deactivated over a time 
period between repeated activations of the trigger 16, wherein said time period is preselected by 
an operator via input device 68, but does specifically disclose wherein said time period is of a 
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maximum of 0.5 seconds. However, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to provided a period of time as clamed, since it has 
been held that where the general conditions of a claim are disclosed in the prior art, discovering 
the optimum or workable range involves only routine skill in the art. 

With respect to claim 13, Giardino discloses a non-rotary operating mode as an impact 
mechanism described in col. 2; 63-67 and col. 3; 1-13, wherein the activation of the control is 
carried out at a force peak measured by the force sensor at greater than a preselected force or 
torque within a trigger activation period, but does not specifically disclose wherein said period 
is less than 0.5 seconds. However, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to provided a period of time as clamed, since it has been 
held that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable range involves only routine skill in the art. 

With respect to claim 14, the control 50 is activated and deactivated by activation of the 
trigger 16. 

Response to Arguments 
Applicant's arguments have been fully considered but they are not persuasive. Applicant 
contends that Giardino does not shows a force sensor for sensing an axial pressing force of the 
tool pressing against the workpiece, since Giardino describes a sensor for detecting tangential 
impacts of the torque of a power wrench. However, Examiner asserts that Giardino does show a 
force sensor sensing an axial pressing force of the tool against a workpiece, since Giardino, 
describes a sensor sensing impact pulses on an axial direction against a workpiece as shown in 
col. 4, lines 1-11 and 23-25. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michelle Lopez whose telephone number is 571-272-4464. The 
examiner can normally be reached on Monday - Thursday: 8:00 am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rinaldi Rada can be reached on 571-272-4467. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR . 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Michelle Lopez 
Examiner 
AU 3721 


Sipos 
ary Examiner 



